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RESPONSE TO MOTION TO DISMISS 

 Vq"fghgcv"CrrnkecpvÓu"Hgf0"T0"Ekx0"R0"34*d+*8+"Oqvkqp"vq"Fkuokuu."Jgtd"Rjcto."NNE"

*ÐQrrqugtÑ+"owuv"ujqy"vjcv"kv"jcu"cnngigf"c"nkmgnkjqqf"qh"eqphwukqp"dgvyggp"vjg"CrrnkecpvÓu"

octm"ÐJGTD"HCTO"*cpf"Fgukip+Ñ"*ÐCrrnkecpvÓu"OctmÑ+"cpf"vjg"QrrqugtÓu"octmu"ÐJGTD"

PJCTOÑ"cpf"ÐJGTD"RJCTO"cpf"FgukipÑ"*ÐQrrqugtÓu"OctmuÑ+"*CrrnkecpvÓu"Octm"cpf"

QrrqugtÓu"Octmu"oc{"dg"tghgttgf"vq"eqnngevkxgn{"cu"ÐOctmuÑ+0""QrrqugtÓu"cnngicvkqpu"qh"

eqphwukqp"owuv"dg"ÐrncwukdngÑ"cpf"uwrrqtvgf"d{"uwhhkekgpv"cnngicvkqpu"qh"hcev"cu"vq"ikxg"Crrnicant 

notice of the legal basis for the opposition.  Bell Atlantic Corp. v. Twombly, 550 U.S. 544, 570 

(2007); Ashcroft v. Iqbal, 556 U.S. 662, 129 S.Ct. 1937, 1949 (2009); Fed. R. Civ. P. 8(a)(2); 

TBMP§ 503.02. 

Cu"cnngigf"kp"QrrqugtÓu"Pqvkeg"qh"Qrrqukvkqp *Fmv0"3."ÐQrrqukvkqpÑ+."vjg"CrrnkecpvÓu"

Octm"cpf"vjg"QrrqugtÓu"Octmu"uqwpf"cnkmg."nqqm"cnkmg."etgcvg"vjg"ucog"qxgtcnn"eqoogtekcn"

impression, and would be used for identical classes of goods to be sold in the same channels of 

trade.  As set forth in the Oprqukvkqp."CrrnkecpvÓu"rtqrqugf"Octm"ku"nkmgn{"vq"ecwug"eqphwukqp"
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ykvj"QrrqugtÓu"Octmu"wpfgt"vjg"factors set forth in In re E.I. du Pont de Nemours & Co., 476 

H04f"3579."399"WURS"785"*EERC"3;95+"*vjg"Ðdu Pont hcevqtuÑ+.  Opposer has clearly alleged a 

factual basis for consumer confusion in its Opposition.   

Kp"kvu"Oqvkqp"vq"Fkuokuu"*Fmv0"6."ÐOqvkqpÑ+."Crrnkecpv"cfokvu"vjcv"QrrqugtÓu"Octmu"

Ðdctgn{"fkhhgt]_Ñ"htqo"CrrnkecpvÓu"Octm"*Motion, at 7), but argues that any likely confusion is 

not ÐactionableÑ qt"ÐqdlgevkqpcdngÑ"as a matter of law (Id. at 4).  Applicant appears to argue that 

QrrqugtÓu"kpeqpvguvcdng"52-year-old Marks should be denied protection under the Lanham Act 

dgecwug"gcej"wugu"c"ÐfguetkrvkxgÑ"yqtf"*Id0+."qt"dgecwug"vjg"yqtf"ÐJGTDÑ"ycu"qtkikpcnn{"

diuenckogf"kp"QrrqugtÓu"crrnkecvkqp"*Id. at 3), or (more likely) because Applicant agreed to 

fkuencko"gzenwukxg"wug"qh"vjg"yqtfu"ÐJGTD"HCTOÑ"kp"kvu"crrnkecvkqp0""*Id. at 2 and 5).  

Applicant appears to believe that because Applicant agreed to disclaim exclusive rights to the 

yqtfu"ÐJGTD"HCTOÑ"kp"kvu"proposed mark (Id. at 2), it must also follow that Opposer has no 

right to protect its incontestable established trademarks chvgt"52"{gctu"qh"wug0""CrrnkecpvÓu"

etgcvkxg"ejcnngpig"vq"QrrqugtÓu"Octmu"ku"okurncegf."cpf"pqv"rtqrgtn{"ocfg"kp"c"oqvkqp"vq"

dismiss on the pleadings.  Because the Opposition properly states a claim for relief under the 

Ncpjco"Cev."CrrnkecpvÓu"Oqvkqp"vq"Fismiss should be denied.  

BACKGROUND AND ALLEGATIONS 

Cu"cnngigf"kp"vjg"Qrrqukvkqp."Qrrqugt"ku"vjg"qypgt"qh"vjg"octmu"ÐJGTD"RJCTOÑ."

USPTO Registration No. 2,142,522."cpf"ÐJGTD"RJCTO"cpf"FgukipÑ."WURVQ"Tgikuvtcvkqp"

No. 2,612,435, both for herbal, dietary and nutritional supplements in Class 5.  Opposition, ¶ 1.1  

                                                 
1   The Notice of Opposition (Dkt. 1) mistakenly stated that Herb Pharm, LLC is an Oregon limited liability 
company Î it is a Delaware limited liability company.  An Amended Notice of Opposition will be filed to correct the 
mistake, and to clarify that Herb Pharm, LLC and Herb Pharm, Inc. (who was the original owner of the registrations 
cpf"yjq"cuukipgf"vjgug"tgikuvtcvkqpu"vq"Jgtd"Rjcto."NNE"kp"Lwpg"4233+"ctg"eqnngevkxgn{"tghgttgf"vq"cu"ÐJgtd"RjctoÑ"
in the Notice of Opposition.  No other changes will be made in the Amended Notice of Opposition, although 
Opposer hereby requests the opportunity to amend its Notice of Opposition to correct any substantive deficiencies 
ujqwnf"vjg"Dqctf"itcpv"CrrnkecpvÓu"Oqvkqp0 
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QrrqugtÓu"Octmu"jcxg"dggp"eqpvkpwcnn{"kp"wug"kp"eqoogteg"hqt"oqtg"vjcp"52"{gctu0""QrrqugtÓu"

registrations are incontestable under Lanham Act Section 150""Vjg"vgto"ÐJGTDÑ"ycu"fkuenckogf"

in both.  Oppoukvkqp."̨"30"Vjgtg"ku"pq"fkuenckogt"qh"vjg"vgto"ÐRJCTOÑ0 

QrrqugtÓu"Octmu"jcxg"dggp"wugf"hqt"jgtdcn."fkgvct{."cpf"pwvtkvkqpcn"uwrrngogpvu"hqt"qxgt"

52"{gctu."nqpi"dghqtg"CrrnkecpvÓu"hknkpi"fcvg0""Qrrqukvkqp."̨""40  Through the course of this use, 

and substantial investments of time, money, and effort in advertising and promotion, extensive 

iqqfyknn"cpf"eqpuwogt"tgeqipkvkqp"jcxg"fgxgnqrgf"hqt"QrrqugtÓu"Octmu0""Qrrqukvkqp."̨""50 

Cu"ugv"hqtvj"kp"vjg"Qrrqukvkqp."CrrnkecpvÓu"Octm"ku"eqphwukpin{"ukoknct"vq"QrrqugtÓu"

Marks.  The Marks are phonetic equivalents.  The Marks contain a small image of a plant above 

the phonetically equivalent words, and the Marks create the same overall impression.  

Opposition, ¶ ¶  4-6.  The goods sold under the Marks are the same or closely related, and will 

likely be sold in the same channels of trade.  Opposition, ¶ ¶  7-8. 

STANDARD 

A properly pleaded Notice of Opposition must include:  (1) a short and plain statement of 

the reason(s) why the Opposer believes it would be damaged by the registration of the opposed 

mark, and (2) a short and plain statement of one or more grounds for opposition.  TBMP § 

309.03(a)(2); see also 37 CFR § 2.104(a); Consolidated Natural Gas Co. v. CNG Fuel Systems, 

Ltd., 228 USPQ 752, 753 (TTAB 1985); and Intersat Corp. v. International Telecommunications 

Satellite Organization, 226 USPQ 154, 156 (TTAB 1985) (allegation of priority without direct or 

hypothetical pleading of likelihood of confusion is insufficient pleading of Trademark Act § 

2(d), 15 U.S.C. § 1052(d)).   

 Likelihood of confusion is a valid basis for an opposition (15 U.S.C. § 1052(d)), and is 

alleged by facts relevant to the du Pont factors.  In any likelihood of confusion analysis, two key 



RESPONSE TO MOTION TO DISMISS - 4 

considerations are:  (1) the similarities between the marks; and (2) the similarities between the 

goods and services.  See In re lolo Techs., LLC, 95 USPQ2d 1498, 1499 (TTAB 2010).  The 

points of comparison for a word mark are: appearance, sound, meaning, and commercial 

impression.  See Palm Bay Imps., Inc. v. Veuve Clicquot Ponsardin Maison Fondee en 1772, 396 

F.3d 1369, 1371, 73 USPQ2d 1689, 1691 (Fed. Cir. 2005) (citing In re E. I. du Pont de Nemours 

& Co., 476 F.2d 1357, 1361, 177 USPQ 563, 567 (C.C.P.A. 1973)).  

ANALYSIS 

1. The Opposition states a valid ground for opposition under the Lanham Act. 
 

Kp"vjku"ecug."QrrqugtÓu"Octmu"cpf"CrrnkecpvÓu"Octm"wug"rjqpgvkecnn{"gswkxcngpv"yqtfu<"

Herb Pharm and Herb Farm.  The composite Marks use an image of a plant in addition to the use 

of these words.  Applicant argues that because it has disclaimed both words in its mark, and 

dgecwug"vjqug"fkuenckogf"yqtfu"ctg"Ðogtgn{Ñ"qt"Ðrwtgn{Ñ"fguetkrvkxg"qh"yjgtg"CrrnkecpvÓu"iqqfu"

are coming from, there can be no likelihood of confusion, and Opposer has no valid reason to 

qdlgev"vq"CrrnkecpvÓu"vtcfgoctm"crrnkecvkqp"cu"c"ocvvgt"qh"ncy0""CrrnkecpvÓu"ctiwogpv"okuugu"vjg"

mark for the following reasons. 

a. Disclaimed portions of trademarks must be considered in the likelihood 
of confusion analysis. 

 
For purposes of determining the likelihood of confusion of a mark with a registered 

composite mark of which portions are disclaimed, the disclaimed matter is never ignored.  

Schwarzkopf v. John H. Breck, Inc., 340 F.2d 978, 144 USPQ 433 (C.C.P.A. 1965).  An 

applicant cannot, by disclaiming parts of its own mark, avoid a §2(d) conflict with a previously 

registered mark.  See In re Shell Oil Co., 992 F.2d 1204, 26 USPQ2d 1687 (Fed. Cir. 1993) 

*Ð]V_jg"hknkpi"qh"c"fkuenckogt"ykvj"vjg"Rcvgpv"cpf"Vtcfgoark Office does not remove the 

fkuenckogf"ocvvgt"htqo"vjg"rwtxkgy"qh"fgvgtokpcvkqp"qh"nkmgnkjqqf"qh"eqphwukqpÈ0""Vjg"octmu"
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owuv"dg"eqpukfgtgf"kp"vjg"yc{"kp"yjkej"vjg{"ctg"rgtegkxgf"d{"vjg"tgngxcpv"rwdnke0Ñ+0""Tgcuqpcdn{"

prudent buyers neither know nor care about disclaimers, making the disclaimer irrelevant in 

determining likelihood of confusion.  Industria Espanola de Perlas Imitacion, S.A. v. National 

Silver Co., 459 F.2d 582, 157 USPQ 796 (C.C.P.A. 1972); Ikcpv"Hqqf."Kpe0"x0"PcvkqpÓu"

Foodservice, Inc., 710 F.2d 1565, 218 USPQ 390 (Fed. Cir. 1983).  In this case, Applicant 

ecppqv"cxqkf"c"¸4*f+"eqphnkev"ykvj"QrrqugtÓu"nqpi-standing and well-recognized mark, simply by 

disclaiming a portion of its own mark. 

b. QrrqugtÓu"Octms are distinctive and well-known through exclusive use 
for a long period of time. 

 
Cu"fkuewuugf"jgtgkp."cnvjqwij"QrrqugtÓu"vtcfgoctm"tgikuvtcvkqpu"kpenwfg"fkuenckogtu"qh"

vjg"vgto"ÐJGTD.Ñ"QrrqugtÓu"Octmu."cu"c"yjqng."jcxg"ceswktgf"fkuvkpevkxgpguu"vjtqwij"gzenwukxg"

use for an extended period of time, gaining secondary meaning.  As alleged in the Opposition, 

Ðvjg"rwdnke"jcu"eqog"vq"cuuqekcvg"vjg"Jgtd"Rjcto"Octm"]kpenwfkpi"cp{"fkuenckogf"rqtvkqp"

vjgtgqh_"ykvj"QrrqugtÓu"rtqfwevu0Ñ""Qrrqukvkqp."̨"50""Qrrqugt"pggf"pqv"rtqxg"vjg"uvtgpivj"qh"kvu"

trademarks, or their secondary meaning, to the Board at this stage of the proceeding, but has 

uwhhkekgpvn{"cnngigf"hcevu"qp"vjku"gngogpv"uwhhkekgpv"vq"fghgcv"CrrnkecpvÓu"Oqvkqp0 

c. The similarity of the Marks is likely to cause consumer confusion under 
the sight, sound and meaning test. 

 
Opposer has alleged a prima facie claim of potential confusion under the du Pont 

factorsÏand particularly when comparing similarities of the Marks in their appearance, sound, 

meaning or connotation, and commercial impression.  In re E. I. du Pont de Nemours & Co., 476 

F.2d 1357, 1361. 
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i. The Marks have a similar appearance. 
 

The Marks look very similar, even though they are spelled slightly differently (the only 

fkhhgtgpeg"ku"yjgvjgt"ÐrjÑ"qt"ÐhÑ"rtgegfgu"vjg"ngvvgtu"ÐctoÑ+0""Octmu"oc{"dg"eqphwukpin{"ukoknct"

in appearance despite the addition, deletion, or substitution of letters or words. See, e.g., Weiss 

Assocs. Inc. v. HRL Assocs. Inc., 902 F.2d 1546, 14 USPQ2d 1840 (Fed. Cir. 1990) (finding 

TMM confusingly similar to TMS); In re Pix of Am., Inc., 225 USPQ 691 (TTAB 1985) (finding 

NEWPORTS and NEWPORT to be essentially identical in appearance).  Both Marks contain an 

image of a plant above the phonetically equivalent words. 

ii. The Marks sound the same. 
 

The Marks are indistinguishable from each other when spoken aloud, which is likely to 

cause confusion in the marketplace.  Consider, for example, the following hypothetical: 

A boy is asked to stop by the drugstore on his way home from school to pick up 
cp"gzvtcev"hqt"jku"oqvjgt0""Ujg"cumu"jko"vq"rkem"wr"uqog"ÐJgtd"Rjcto"Gejkpcegc"
gzvtcev0Ñ"""Vjg"dq{"iqgu"vq"vjg"uvqtg."cpf"hkpfu"Jgtd"Hcto"rtqfwevu"cpf"cuuwogu"
he has found what his mom requested and buys the wrong product based on his 
inability to distinguish the two marks when they are spoken aloud.     

 
Similarity in sound may be sufficient, by itself, to support a finding that the marks are 

confusingly similar.  In re White Swan Ltd., 8 USPQ2d 1534, 1535 (TTAB 1988); In re 1st USA 

Tgcnv{"RtqhÓnu."Kpe0, 84 USPQ2d 1581, 1586 (TTAB 2007).   

iii. The Marks have the same meaning and make the same 
commercial impression. 
 

Crrnkecpv"uggmu"vq"tgikuvgt"vjg"ukoknct"nqqmkpi"cpf"uqwpfkpi"yqtfu"ÐJGTD HCTOÑ."cpf"

the image of a plant.  CrrnkecpvÓu"wug"qh"unkijvn{"uv{nk¦gf"ngvvgtkpi"fqgu"nkvvng"vq"fkuvkpiwkuj"vjg"

Octmu."cu"QrrqugtÓu"Octmu"ctg"pqv"nkokvgf"vq"cp{"rctvkewnct"hqpv."uk¦g."or color.  A registrant of a 

standard character mark is entitled to all depictions of a that mark regardless of the font style, 

size, or color, and not merely "reasonable manners" of depicting such mark.  In re Viterra Inc., 
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671 F.3d 1358, 1364-65, 101 USPQ2d 1905, 1910 (Fed. Cir. 2012); Citigroup Inc. v. Capital 

City Bank Group, Inc., 637 F.3d 1344, 1353, 98 USPQ2d 1253, 1259 (Fed. Cir. 2011).   

CrrnkecpvÓu"Octm"fqgu"pqv"cff"cp{"qvjgt"yqtfu"vq"fkuvkpiwkuj"qt"fguetkdg"kvu"iqqfu"htqo"

QrrqugtÓu0""Cu"uwej."cpf"gurgekcnn{"yjgp"urqmgp"cnqwf."dqvj"Octmu"ujctg"vjg"ucog"ogcpkpi"cpf"

commercial impression.  All three factors, sight, sound, and meaning, favor a finding of 

likelihood of confusion. 

d. The similarity of the goods and channels of trade only increase likely to 
cause consumer confusion between the Marks. 

 
In any likelihood of confusion analysis, the two key considerations are the similarities 

between the marks, and the similarities between the goods and services.  In re Majestic Distilling 

Co., Inc., 315 F.3d 1311, 65 USPQ2nd 1201 (Fed. Cir. 2003).  Applicant admits that it seeks to 

tgikuvgt"CrrnkecpvÓu"Octm"hqt"vjg"ucog"encuu"cpf"uqtvu"qh"iqqfu"cu"uqnf"wpfgt"QrrqugtÓu"Octmu0""

It is likely that the Marks would be used on closely related goods, in the same channels of trade.  

This is another du Pont factor alleged to cause confusion in the Opposition which properly states 

a claim for relief.   

 
2. Crrnkecpv"fqgu"pqv"rtqrqug"vq"wug"vjg"yqtfu"Ðjgtd"hctoÑ"kp"c"vtwn{"fguetkrvkxg"

sense. 
 

Kp"kvu"Oqvkqp."Crrnkecpv"kpeqttgevn{"cuugtvu"vjcv"Ðvjg"qpn{"qdlgevkqpcdng"gngogpv"]kp"

CrrnkecpvÓu"Octm_"ku"eqpegfgf"vq"dg"c"fguetkrvkxg"rjtcug"wugf"kp"c"rwtgn{"fguetkrvkxg"ocppgtÑ."c"

rjtcug"vjcv"Ðugtxgu"vq"kfgpvkh{"cpf"fguetkdg"kvu"rtqfwevu"vq"eqpuwogtu0Ñ""*Oqvkqp."cv"3+0""Dwv"vjgtg"

ku"pq"citggogpv"qp"vjg"fguetkrvkxg"swcnkv{"qh"CrrnkecpvÓu"Octm02  Applicant asserts that its mark 

                                                 
2 Although the Examining Attorney allowed the Application by requiring Applicant to disclaim the exclusive right 
vq"wug"vjg"rjtcug"ÐJgtd"HctoÑ"*Oqvkqp."cv"4+."vjg"Gzcokpkpi"Cvvqtpg{"fkf"not qrkpg"vjcv"vjg"QrrqugtÓu"52-year-old 
mark, which has been registered for the last 10 years, is purely descriptive, and thus is only entitled to limited 
protection from junior users adopting aurally identical, confusingly similar marks.  Indeed, Opposer was not 
tgswguvgf"vq"fkuencko"ÐRJCTOÑ"kp"gkvjgt"qh"kvu"tgikuvtcvkqpu0""CrrnkecpvÓu"fkuenckogt"qh"vjgug"vgtou"ujqwnf"pqv"be 
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ku"Ðrwtgn{"fguetkrvkxgÑ"qh"kvu"rtqfwevu0""Kv"ku"pqv0""CrrnkecpvÓu"rtqfwev"ku"not an herb farm.  The 

yqtfu"Ðjgtd"hctoÑ"fq"not describe the goods in the Application, and Applicant is not proposing 

vq"wug"vjg"Octm"kp"c"Ðrwtgn{"fguetkrvkxg"ocppgt0Ñ""Tcvjgt."dqvj"rctvkgu"ctg"kp"vjg"dwukpguu"qh"

selling dietary supplements and other products that are often, but not always, extracted from 

herbs grown on a farm. 

Cnvjqwij"Crrnkecpv"cvvgorvu"vq"lwuvkh{"kvu"wug"cu"ÐfguetkrvkxgÑ"qt"ÐhcktÑ."cpf"ekvgu"KP 

Permanent Make-Up Inc. v. Lasting Impression Inc., 543 U.S. 111, 121-22 (2004) for the 

proposition that trademark law should not be stretched to deprive commercial speakers of the 

Ðqtfkpct{"wvknkv{"qh"fguetkrvkxg"yqtfu.Ñ"*Oqvkqp."cv"6+."CrrnkecpvÓu"wug"iqgu"dg{qpf"encuuke"hckt"

use, and its reliance on KP Permanent Make-Up ku"okurncegf0""Vjcv"ecug"kpxqnxgf"c"Ðhckt"wugÑ"

defense to an action for infringement brought by a trademark owner.  It was not about a new 

application for a nearly identical registered trademark, for use in the same class of goods and in 

the same channels of trade.   

Kp"vjku"ecug."Crrnkecpv"fqgu"pqv"rtqrqug"vq"ocmg"hckt"wug"qh"vjg"yqtfu"Ðjgtd"hctoÑ"kp"c"

ugpvgpeg0"Pqt"fqgu"Crrnkecpv"wug"vjg"yqtfu"vq"fguetkdg"ÐUwphnqygt"Ogcfqyu"Jgtd"HctoÑ."qt"vq"

fguetkdg"jgtd"hctou"kp"igpgtcn."qt"gxgp"vq"fguetkdg"QrrqugtÓu"rtqfwevu0""Crrnkecpv"jcu"pqv"gxgp"

dgiwp"vq"ÐwugÑ"vjg"octm."ngv"cnqpg"wug"kv"hcktn{0""Kp"vjku"ecug."Crrlicant filed an intent-to-use 

application seeking to register a trademark uq"ukoknct"vq"QrrqugtÓu"Octmu."vjcv"kv"ku"nkmgn{"vq"

cause confusion in the marketplace.     

Crrnkecpv"rtqrqugu"vq"wug"vjg"yqtfu"ÐJGTD"HCTOÑ"cu"c"vtcfgoctm"hqt"pgctn{"kfgpvkecn"

goods, not cu"c"fguetkrvkqp"qh"c"hcto."cpf"uggmu"vq"gzewug"kvu"kphtkpigogpv"qp"QrrqugtÓu"Octmu"

                                                                                                                                                             
used as self-serving evidence that the words should be disregarded in a likelihood of confusion analysis merely 
because they may be used to describe a farm that grows herbs.  This determination should be made by the Board, 
later in this proceeding, after allowing discovery and hearing arguments from both parties. 
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d{"dcnfn{"cpf"kpgzrnkecdn{"cuugtvkpi"vjcv"Ðc"eqpuwogt"yknn"koogfkcvgn{"wpfgtuvcpf"vjcv"ÒJgtd"

HctoÓ"fguetkdgu"vjg"CrrnkecpvÓu"rtqfwevu."cpf"vjcv"uwej"wug"ku"ncwfcvqt{"cpf"fguetkrvkxg0Ñ""

(Motion, at 5).  It is not so.  Unlike In re The Place Inc,, 76 USPQ2d 1467, 1468 (T.T.A.B. 

4227+"*ekvgf"kp"vjg"Oqvkqp."cv"7+."yjgtg"vjg"rjtcug"ÐVjg"Itgcvguv"DctÑ"ycu"cv"kuuwg."vjgtg"ku"pq"

Ðncwfcvqt{Ñ"hwpevkqp"vq"CrrnkecpvÓu"Octm0  In this case, Opposer has acquired significant rights 

kp"QrrqugtÓu"Octmu"vjtqwij"wug"cu"uqwteg"kfgpvkhkgtu"qp"kvu"rtqfwevu"hqt"oqtg"vjcp"52"{gctu."cpf"

in reliance on federal registrations that are now incontestable, and Applicant should be forced to 

select a trademark that is not confusingly similar. 

Qrrqugt"ku."d{"pq"ogcpu."vt{kpi"vq"oqpqrqnk¦g"vjg"vgto"Ðjgtd"hctoÑ"d{"ejcpikpi"kvu"

urgnnkpi"*cu"uwiiguvgf"d{"vjg"CrrnkecpvÓu"qtcpig"lwkeg"j{rqvjgvkecn+"*Oqvkqp."cv"9+0""Ocp{"

eqorcpkgu"wug"vjg"yqtfu"Ðjgtd"hctoÑ"kp"vjgir names and trademarks.  The February 2, 2012 

Qhhkeg"Cevkqp"ekvgu"vq"pwogtqwu"qvjgt"wugu"qh"vjg"yqtfu"Ðjgtd"hctoÑ"cnqpi"ykvj"qvjgt"uqwteg"

kfgpvkh{kpi"yqtfu"qt"kocigu"vjcv"ctg"pqv"eqphwukpin{"ukoknct"vq"QrrqugtÓu"Octmu0""Kp"vjku"ecug."

however, Applicant has not yet begun its proposed use, and should be forced to choose a mark 

hqt"kvu"iqqfu"vjcv"ku"pqv"uq"ukoknct"vq"QrrqugtÓu"Octmu"vjcv"kv"ku"nkmgn{"vq"eqphwug"eqpuwogtu."cpf"

qpg"vjcv"fqgu"pqv"vtcfg"qp"vjg"uvtgpivj"qh"vjg"iqqfyknn"dwknv"wr"d{"QrrqugtÓu"dwukpgss through 

the long-standing use of its marks. 

CONCLUSION 

By its Opposition, Opposer does not seek to deprive commercial speakers of the ordinary 

wvknkv{"qh"vjg"yqtfu"Ðjgtd"hcto0Ñ""Vjcv"ku"pqv"yjcv"vjg"Qrrqukvkqp"ku"cdqwv0""Vjg"Qrrqukvkqp"ku"

about preventing registration of a trademark that is so similar to OpposgtÓu"Octmu"vjcv"kv"yknn"

likely cause confusion in the marketplace.  The Opposition sufficiently alleges facts to state a 

claim for relief under the Lanham Act based on the similarity between the Marks, and the 
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confusion that is likely to ensue should AppliecpvÓu"vtcfgoctm"crrnkecvkqp"dg"itcpvgf0""Hqt"vjgug"

reasons, the Motion to Dismiss should be denied. 

 

      Respectfully submitted, 

 
 
      By: /Tyler J. Volm/     

Tyler J. Volm, OSB No. 08499 
John Ostrander, OSB No. 87394 

       William A. Drew, OSB No.  952539 
       Elliott, Ostrander & Preston, P.C. 
       707 SW Washington Street 
       Portland, Oregon 97205  U.S.A. 
       (503) 224-7112 
 
       Attorneys for Opposer Herb Pharm, LLC 
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CERTIFICATE OF SERVICE 

 

I certify that I served the foregoing RESPONSE TO MOTION TO DISMISS on the 

Applicant on March 18, 2013 by mailing a true and correct copy thereof, addressed to 

CrrnkecpvÓu"cvvqtpg{"qh"tgeqtf"cv"vjg"cfftguu"ujqyp"dgnqy."cpf"fgrqukted in the United States 

mail on said day with sufficient postage, in a sealed envelope, at the post office at Portland, 

Oregon: 

John J. Scally, Jr. 
Anthony Palumbo 
Drinker Biddle & Reath 
1500 K Street NW 
Washington, DC 20005-1209 

 
      
 
     ELLIOTT, OSTRANDER & PRESTON, P.C. 
 
 
     By: /Tyler J. Volm/      
           Tyler J. Volm, OSB No.  08499 
 
 
 
 
 
 
 
 


